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DETAILED ACTION 

The claims being examined in this application are 1-12. 

Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Rejections ■ 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-4, 6-9, and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frank, Jr. et al., US 6,546,489 in view of Stevens US 2002/0133702. 

In claim 1 , Frank Jr. discloses a bootable software delivery device comprising: 
a connection port for connecting the software delivery device to a computer 

(Figure 3, item 426; col. 6, lines 32-51); 

a microcontroller coupling the connection port for controlling the software delivery 

device (Figure 2, item 432; Figure 3, item 443; col. 5, lines 7-45; col. 6, lines 32-51 - 
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two embodiments are provided where a microcontroller or microprocessor accomplish 
the same task); and 

a disk drive coupling the microcontroller for storing a software (Figure 3, item 
424; col. 6, lines 32-51); 

wherein the microcontroller is so programmed that the software is executable by 
the computer from the software delivery device (col. 5, line 31 - col. 6, line 14; col. 6, 
lines 32-57 - disk drive can load memory image source and will only execute from the 
drive). 

Frank, Jr. teaches all of the claimed elements except Frank, Jr. fails to teach the 
use of flash memory. Stevens teaches the use of flash memory as a nonvolatile 
storage device (paragraphs [0042]-[0043]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to recognize that it is advantageous for the software delivery device of Frank, 
Jr. to also incorporate Steven's use of flash memory storage. It is for this reason that 
one of ordinary skill in the art would have been motivated to enable Frank, Jr.'s secure 
boot device with flash memory because it provides flexibility in the devices the CPU can 
use to execute an initial set of instructions or to preserve data in the event of a power- 
off condition (Stevens, paragraphs [0042]-[0043]). 

In claim 2, Frank, Jr., as modified, discloses the software delivery device of claim 
1 wherein the microcontroller prevents copying of the software from the flash memory of 
the software delivery device (col. 5, line 31 - col. 6, line 14; col. 7, lines 39-60 - 
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microcontroller or microprocessor will prevent the memory image source from being 
copied off the disk unless booted from the drive). 

In claim 3, Frank, Jr., as modified, discloses the software delivery device of claim 
1 wherein the connection port is an integrated drive electronics (IDE) port (col. 4, lines 
30-37; col. 6, lines 32-35). 

In claim 4, Frank, Jr., as modified, discloses the software delivery device of claim 
1 wherein the connection port is a small computer system interface (SCSI) port (col. 4, 
lines 30-37; col. 6, lines 32-35). 

In claim 6, Frank, Jr. discloses a software delivery device comprising for 
providing software copy protection, the software delivery device comprising: 

a connection port for electrically connecting the software delivery device to a 
computer (Figure 3, item 426; col. 6, lines 32-51); 

a microcontroller, electrically connected to the connection port, in which an 
authentication program is installed for booting the computer from the software delivery 
device (Figure 2, item 432; Figure 3, item 443; col. 5, lines 7-45; col. 6, lines 32-51; col. 
7, lines 39 - col. 8, line 4 - verification code can be installed and sent on a remote 
computer system before access to the protected area is granted); 

a disk drive electrically connected to the microcontroller, the disk drive 
comprising a boot sector for booting the computer in accordance with the authentication 
program (col. 5, line 31 - col. 6, line 14; col. 6, lines 32-57; col. 7, lines 39-60); and 
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a private program stored in the disk drive, the private program being executable 
by the computer only after booting from the boot sector is performed (col. 6, lines 4-14 - 
memory image will only boot after booting). 

Frank, Jr. teaches all of the claimed elements except Frank, Jr. fails to teach the 
use of flash memory and the authentication program instructing the microcontroller to 
return a virtual boot sector. Stevens the use of flash memory (paragraphs [0042]- 
[0043]) and the authentication program instructing the microcontroller to return a virtual 
boot sector (paragraphs [0050] - [0051] and [0058] - [0061]). Stevens discusses a fail- 
safe boot in paragraph [0051] that boots from a different drive, which is similar to 
applicant's virtual boot sector and would only arise from commands in the BIOS. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to recognize that it is advantageous for the software delivery device of Frank, 
Jr. to incorporate Steven's use of flash memory and an authentication program 
instructing the microcontroller to return a virtual boot sector. It is for this reason that one 
of ordinary skill would have been motivated to enable Frank, Jr.'s secure boot device 
with flash memory because it provides flexibility in the devices the CPU can use to 
execute an initial set of instructions or to preserve data in the event of a power-off 
condition (Stevens, paragraphs [0042]-[0043]) and it would not only protect the software 
on the device during normal system operations, but during the boot process (Stevens, 
paragraphs [0003]-[0007]). 

In claim 7, Frank, Jr., as modified, discloses the software delivery device of claim 
6 wherein the microcontroller prevents copying of the private program from the flash 
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memory of the software delivery device (col. 5, line 31 - col. 6, line 14; col. 7, lines 39- 
60). 

In claim 8, Frank, Jr., as modified, discloses the software delivery device of claim 
6 wherein the connection port is an integrated drive electronics (IDE) port (col. 4, lines 
30-37; col. 6, lines 32-35). 

In claim 9, Frank, Jr., as modified, discloses the software delivery device of claim 
6 wherein the connection port is a small computer system interface (SCSI) port (col. 4, 
lines 30-37; col. 6, lines 32-35). 

In claim 11, Frank, Jr., as modified, discloses the software delivery device of 
claim 6 wherein the authentication program is stored in a read only memory of the 
microcontroller (col. 5, line 46 - col. 6, line 14). 

In claim 12, Frank, Jr., discloses a method for protecting a software, the method 
comprising: providing a device for delivering the software, the device comprising a drive 
for storing the software, a connection port for connecting to a computer, and a 
microcontroller for executing the software with the computer via the connection port; 
and programming the microcontroller in such a way that the software is executable by 
the computer only from the device (Figure 3, items 424, 426, 443; col. 5, line 31 - col. 6, 
line 14; col. 6, lines 32-57). 

Frank, Jr. teaches all of the claimed elements except Frank, Jr. fails to teach the 
use of flash memory. Stevens teaches the use of flash memory as a nonvolatile 
storage device (paragraphs [0042]-[0043]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to recognize that it is advantageous for the software delivery device of Frank, 
Jr. to also incorporate Steven's use of flash memory storage. It is for this reason that 
one of ordinary skill in the art would have been motivated to enable Frank, Jr.'s secure 
boot device with flash memory because it provides flexibility in the devices the CPU can 
use to execute an initial set of instructions or to preserve data in the event of a power- 
off condition (Stevens, paragraphs [0042]-[0043]). 

4. Claims 5 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Frank, Jr. and Stevens, and further in view of Strom et al., US 2004/0003274. 

In claims 5 and 10, Frank, Jr., as modified, teaches all of the elements of claims 
1 and 6, respectively, but fails to teach the software delivery device where the 
connection port is a universal serial bus (USB) port. Strom teaches utilizing a USB port 
in a method of content protection (paragraph [0023]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to recognize that it is advantageous for the software delivery device of Frank, 
Jr. to incorporate Strom's use of a USB port. It is for this reason that one of ordinary 
skill in the art would have been motivated to provide a USB port because it provides 
another interface in which other types of computer readable media may be used (Strom, 
paragraphs [0022]-[0023]). 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Curran et al., US 4,525,599; Bakhoum, US 5,267,311; Ostrover 
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et al., US 5,450,489; Schossow et al., US 5,467,396; Junya, US 5,860,094; Davis et al., 
US 6,401,208; Mattison, US 6,615,355; Lee, US 2002/0174353; Cromer et al., US 
2003/0204754 and Moller et al., US 2003/0014653. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaric Loving whose telephone number is (571) 272- 
1686. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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